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For the Second Circuit 

Appeal No. 74-2139 

- 0 - 

Hyman Kramer, doing business as 
Hy Kramer Enterprises, 

Plaiyitiff-A ppellant, 

v. 

Di ralite Company, Inc., and G & A Machixe Works, Inc\, 

Defendant-Appellees. 


On Appeal From The United States District Court 
For The Southern District of New York 

-o- 

BRIEF FOR APPELLANT 


PRELIMINARY STATEMENT 

This appeal is from a portion of the judgment entered 
below in the United States District Court for the Southern 
District of New York by the Honorablc Kevin T. DutYy, 
United States District Judge. Judge Duflfy’s (the “Trial 
Court ’s” hereinafter) opinon is reported at F. Supp. , 
181 U.S.P.Q. 326. 
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STATEMENT OF ISSUES PRESENTED 
FOR REVIEW 

T. In awarding to defendant, G & A, counsel fees for 
tliis action to be paid by plaintiff, Kramer, did the Trial 
Court err in the award because: 

1. It rnisapprehended the striet standards im- 
posed by tliis Circuit on the justification of the Trial 
Court’s discretionary allowance of such award; 

2. It failed to recognize that the question of 
whether a patented invention is the sole invention 
of one person or the joint invention of two or more 
persona is a commonly recurrent problem in patent 
law and not a “once-in-a-lifetime situation”; 

3. It raisconstrued the well-established law of 
inventorship in holding that Kramer was not the 
inventor of the subject matter of the elairns of the 
patent in suit and knowingly lied when he said he 
was; and 

4. It applied the wrong Standard of proof in 
deciding the perjury charge leveled at Kramer by 
G & A’s peculiarly unparticularized counterclaim? 

Kramer ivould answer “yes”. 

II. Even assuming, arguendo, that an award of attor- 
ney fees to G & A was warranted in tliis case, was the 
amount of the award, $1(),!»70, excessive in view of the resuit 
achieved and the billing rate history of G & A’s counsel? 

Kramer would answer “yes”. 

III. Where both Kramer ’s claim for damages for patent 
infringement and G & A’s counterclaim for damages for 
fraud on the Pntint Office were denied, should G & A have 
been awarded thelcosts of the action? 


Kramer would answer “)w”. 



IV. Did the Trial Court deprive Kramer of his right to 
due process of law guaranteed by the Fifth Amendment to 
the Constitution of the United States? 

Kramer would answer “yes 

STATEMENT OF THE CASE 
Summary of District Court Proceedings 

These are two Consolidated actions for patent infringe- 
ment brought by plaintiff-appellant, Hyman Kramer 
(“Kramer” hereinafter) against, respectively, Duralite 
Companv, Inc. (“Duralite” hereinafter), and G & A 
Machine Works, Inc. (“G & A” hereinafter), pursuant to 
the Patent Laws of the United States, Title 33 U.S.C., for 
infringement of United States Letters Patent No. 3,310,268 
(“the patent in suit” hereinafter) issued March 21, 1967, 
in the name of Kramer as sole inventor and at all times 
owned by him. G & A eounterelaimed for damages alleging 
fraud on the Patent Office by Kramer. 

After trial, the Trial Court entered an opinion and order 
(App. 139a-144a) liolding the patent in suit to be invalid 
and unenforceable and that Kramer “was not the creator 
of the design or device and lied when he said he was” (App. 
143a), dcnving G & A’s counterclaim (App. 143a) and find- 
ing the case such an exceptional one as to warrant the award 
of attorney fees to G & A under 35 U.S.C. ^ 285 (App. 144a). 

Thereafter, upon order of the Trial Court (App. 144a), 
a hearing was held before the Honorable Gerard L. Goettel, 
Magistrale, to deteruiine the amount of the attorney fee 
award (App. 170a-211a). The Magistrate issued a report 
and recommendation that the attorney fee award be fixed 
at $16,970.00 (App. 240a-246a), and the report and recom¬ 
mendation of the .Magistrate was confimied in all respects 
by the Trial Court (App. 261a-262a). This appeal by 
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Kramer from the judgment (A. p. 263a-264a) of the Trial 
Court was tiniely filed. 


Stateineut Of faris Relevant to the Issues Presented 
For Review 

At the time of the “invention”' or innovation whieh is 
the subject matter of the patent in suit, Kramer was in the 
business of inanufacturing and selling metal stampings, 
especially those desigued to function as components of 
tubular folding furniture sueh as lawn chairs, cots and the 
like. G & A was a competitor of Kramer in this line of 
business, and Duralite was a customer of G & A. 

Kramer ’s spherc of activity at that time was to per- 
sonally sell the metal stamping products to various cus- 
tomers and to specify in detail the type, design and 
construction of the products to be manufactured for sale. 
The actual manufacture of Kramer ’s products, whiie 
directed bv Kramer to a large extent, was performed bv 
an independent company, Erie Packaging Corp. (“Erie” 
hereinafter) whieh utilized stamping machinery owned by 
Kramer for that purpose. Two of the principals of Erie 
were George Gonsalves (“Gonsalves” hereinafter) and 
Felice Dosso (“Dosso” hereinafter). In addition to mami- 
facturing products for Kramer, Gonsalves functioned as 
Kramer’s die designer. That is, lio desigued, pursuant to 
Kramer's orders, the various dies and fixtures whieh were 
mounted in Kramer’s conventional stamping presses to 
produce the specific products manufactured. For ali prac- 
tical purposes, Gonsalves was a part-time cmployee of 
Kramer. 


1 The Trial Court has held that the innovation covered by the 
patent claims in suit was obvious at the time it was made and, 
therefore, was not patentable invention. Although Kramer does not 
dispute that holding on this appeal, the expressions. “invention" and 
“inventor” will be used herein to facilitate argument of the issues 
raised by the Trial Court’s holdings to whieh this appeal is directed. 
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One day, having conceivod the essential features ol' an 
improved and cheaper liinge bracket for a folding cot, 
Kraraer approached Gonsalves for the purpose of having 
Gonsalves complete the detailed design of the bracket and 
the die for producing it. These design functions are ueces- 
sarilv interrelated since the die luust be capable of pro¬ 
ducing the tinished product, and the finished product design 
must be amenablc to practical limitations on die construc- 
tion and function. 

According to Gonsalves testimony, on this occasion, 
Kramer gave Gonsalves detailed instructions as to the 
specific design features of the improved bracket (App. 
162a). See pages 15-16, infra. 

Moreover, on this occasion, Kramer and Gonsalves sat 
down together, as was their custom (App. 71a), to discus* 
how Kramer’s objectives iniglit be achieved (App. 70a). 
Kramer approved (App. 67a) the completed prelimin«ry 
hinge bracket design as depieted in trial exhibit K prime 
(App. 273a). 

Thereafter, Kramer filed the application for the patent 
in suit and instructed Gonsalves to imprint “patent pend- 
ing” on the improved hinge bracket. As part of the relevant 
patent application, Kramer subscribed and swore to the 
customary oatli prescribed by the Patent Laws, 35 U.S.C. 
$ 115, stating, inter alia, that “I verily believe that 1 am 
the original, first and sole inventor of the invention . . . 
described and claimed therein.” (App. 271a). Gonsalves 
folloved Kramer’s instructions and continued to so imprint 
the hinge brackets produced by him in sucli a manner until 
the patent in suit issued. Thereafter, the number of the 
patent in suit was hnprinted on the improved hinge 
brackets. 
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ARGUMENT 

SUMMARY OF ARGUMENT 

Insofar as it awards attorney fees to G & A, the opinion 
and ordor of the Trial Court is clearly erroneous on its 
face. Xormally, the applicatio» of the attorney fee pro¬ 
visio» of the patent laws, 33 U.S.C. $ 285, to a particular 
case is viewed as a matter for the exercise of the Trial 
Court’» discretio». But here it is apparent on the face 
of the Trial C’ourt’s decisio» that it has foumled the 
exercise of its discretion on an erroneous and appealable 
conclnsion of law. The Trial Court erred in concluding 
that Krainer '”as not the inventor of the patented device 
and lied to the Patent Office and the Court when he said 
that he was (App. 143a). By ciear inference, the Trial 
Court has held that Krainer could not even have had a 
reasonable belief that he was the inventor, and, in so 
doing, has completcly misconstrued the law of inventor- 
ship and its applicatio» to even the scant findings of fact 
expresslv stated in its decisio». 

The Trial Court’s decisio» finds “nesting” to be the 
crux of the patented inventio» (App. 141a). 

“Tlie alleged inventio» ‘improves’ on the prior 
art by ‘nesting’ the brackets and thus minimizing 
the amount of serap involved in the sheet inetal 
staniping process.” 

Indeed, the Trial Court held the patent to be invalid and 
unenforceable for lack of inventio» solely because it fouml 
that “nesting” was old in the sheet metal art (App. 142a). 

“Here it is well known that ‘nesting’ to save 
serap in a sheet metal staniping process is an old 
art and thus cannot be considered an ‘inventio»’ to 
be covered by patent protectio». On this basis alone 
I would hold the patent in questio» invalid and 
unenforceable.” 
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) 

But the Trial Court also found that Kramer alone con- 
eeived the concept of “liesting” the patented hinge bracket 
hlanks and directed his tool designer, Gonsalves, to design 
a practical embodiment ot' this concept (App. 143). 

. . the plaintiff [Kramer] approached George 
Gonsalves . . and requested Gonsalves to design a 
‘liesting’ pattern of blanks to bo made of a lighter 
gauge material with reinforcing libs contained 
therein.” 

I 11 conduding (at App. 143a) that 

“These acts clearly did not alter the fact that 
the design vvas ‘invented’ by Gonsalves, not the 
plaintiff,” 

the Trial Court (as will be shown in more detail herein- 
after) clearly acted contrary to the established law of 
inventorship as exemplified by such landmark decisions 
of the Supreme Court as Agatvam Co. v. Jordan, 74 
U.S. 383, 002 (1869), and Minerals Separatiori, Ltd., v. 
llydc y 242 U.S. 261, 270 (1916). These decisions liold that 
the one who conceives the essential features of a patentablc 
advance in the art is the inventor rather tlian the one 
who merely exereises prevailing engineering and design 
>kills to design a practical embodiment of the improvement 
at the inventor’s direction. Further, for an employed 
designer’s contribution to the practical embodiment to rise 
to the level of ‘ 1 co-inventorship ’’, it is necessary that the 
designer’s contribution, itself, have riscn to the level of 
invention ( Agairam . supra, at 602-603). By the Trial 
Court's ovvn decision (App. 142a), no such contribution 
was made here. 

The Trial Court’s misapprehension of the law of in¬ 
ventorship is further exemplified by its finding that the 
dispute as to inventorship in the trial of this action is ‘‘the 
once-in-a-lifetime situation” (App. 142a). The present 
Patent Laws, Title 33 U.S.C., contain specific sections, 
;[ 116, 236, which deal with this ali too eommon situation. 







8 


Moreovcr tho Trial Court secius unaware of the striet 
standards for the discretioimry award of attorney fees 
established by this Court in such decisions as lndiana Gen- \ 
eral Corp. v. Krystinel Cori)., 421 F. 2d 1023 (2d Cir. 1970), 
cert. denied, 398 U.S. 928 (1970), and liarr Rubber Products 
Company v. Sun Rubber Company, 425 F. 2d 1114 (2d Cir. 
1970), cert. denied, 400 U.S. 878 (1970). 

Since the opinion of the Trial Court expressly rejeets 
the crcdibilitv of Ivraraer as a witness (App. 142a, 143a), 
this appeal will be founded solely on the testimony of G & 
A’s witnesses, especially that of George Gonsalves. The 
few out-of-context passages of Kramer’s testimony which 
appear in tiie Joint Appendix were included therein solely 
at G & A’s request. 

In later sections of this Brief for Appellant, Kramer 
will show that: 

II. Evcn if an award of attorney fees was justi- 
fied herein, the amount of the award was excessive; 

III. That each party should have horne its own 
eosts; and that 

IV. The Trial Court, by its unreasonable haste 
to dispose of the case, deprived Kramer of his con- 
stitutional right to due process of law. 


POINT I 

THE TRIAL COURT CLEARLY ERRED, AS A MATTER 
OF LAW, IN AWARDING ATTORNEY FEES TO G & A 

In This Circuit, Only The IMost Deliberate And 
WillfuI Fraudulent Conduet Will Justify An Award 
Of Attorneys’ Fees Against The Patentee 

In this Circuit, it is established law that only the most 
extreme deliberate and willful fraudulent eonduct towards 
the Patent Office by the patentee will support an award of 
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attorneys’ foes under Section 285 of the Patent Laws, Title 
35, U.S.C. ln a recent leading decision on this point, In¬ 
dicina General Corp. v. Krystinel Corp., 421 F. 2d 1023 (2d 
Cir. 1970), cert. denied, 398 U.S. 928 (1970), a panel headed 
by Judge Medina fully supported the findings of the trial 
court ('Penney, .J.) to the effect that the patent owners’ 
conduct before the Patent Office was “less than candid” 
(Id., at 1033, 1034). This Court found that, had the Patent 
Office received a full disclosure of the facts, “the proceed- 
ings inight have ended abruptly in final rejection of the 
applieation." (Ibid). The patentee’s conduct before the 
Patent Office was characterized as “furtiveness” (Id. at 
1034). Xevertheless, apparently finding that the evidence 
failed to show “the willful intent to deceive” (scienter) 
(Id. at 1033), this Court of Appeals found that the patent 
owner might have had “a bona fide belief in the patent’s 
validity” (Id. at 1034) and denied attorney’s fees. 

The decision of the Trial Court herein is in sharp con- 
trast to that of this Court of Appeals in Krystinel, supra. 
A\ here, it is respectfully asked, has the record established 
that Kramer knowingly lied when he stated to the Patent 
Office and to the Trial Court that he was the “sole inventor” 
of the patented inventioni Absent the establishment of 
such scienter by ciear and convincing proof, attorney fees, 
in view of Krystinel, are not to be awarded. As will be 
shown hereinafter, “sole inventorship” is not a fact, but is, 
rather. a logul conclusion. Moreover, in accordance with the 
law of inventorship and not inconsistent with the stated 
factual findings of the Trial Court as to what transpired 
between Kramer and Gonsalves, Kramer probably is the 
“sole inventor” of the patented bracket blank. IIe was and 
is. at the very least, entitlecl to “a bona fule belief” that 
lie is the sole inventor. 

Ilie “attorney fee” Standard of the Kecond Circuit in 
Krystinel has been cited with approval by the Court of 
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Appeals i'or the Tenth Circuit in Q-Puncl Co. v. Xewfield, 
482 F.*2d 210, 211 (lOth Cir. 1973). 

“The statute contemplatos such misconduct upon 
the part of the losing party as to constitute fraud on 
the Patent Office or so unfair aml reckless as to make 
it uneonscionable for the prevailing party to sustain 
the expense of counsel.” 

Moreover, the l’nitod States Distric Court For The 
Southern llistriet of New York has applied a siinilarly 
stringent Standard of alleged misconduet in several recent 
cases. See Detinuere Co., lue. v. Tai/lor-Bcll Co., Inc., 249 
F. Supp. 471 (S.I).N.Y. 1966) (Bonsal, J.), Bussemer 
v. Artu in Creutious, lue., 231 F. Supp. 798, 805 (S.D.N.Y. 
1964) (Weinfeld, Format Fashions, lue., v. Braiutau 
Boies , lue., 254 F. Supp. 381», 395 (S.D.N.Y. 1966) (McLean, 
J.); aff'd, 369 F. 2d 536 (2d Cir. 1966). 

Inventorship Is A Coinnion Issue In Patent Casea 

in tinding (at App. 142a) that: 

“. . . this case presents the once-in-a-tifetime situa- 
tion wherein the defendant . . . argues that, if there 
is an invention, sonte one other than the patent 
owner invented it” (emphasis supplied), 

the Trial Court displayed an nnawareness that “inventor- 
ship” issues are extremely commoti in patent cases and 
are often the contrai issue to Ito litigatod. The venorable 
II alter Ou Fateuts (Deller’s Edition), Baker, Voorhis and 
Company, 1937, lists as conventional defenses in patent 
infringement actions, the following: 

“§G67. Eighth Defense. 

That the patentee surreptitiously or unjustlv 
ohtained the patent for that which was in fact the 
invention of another, wlio was using reasonahle 
diligenee in adapting and perfecting the sanie. 
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“§ 668. Niiith and Tenth Defenses. 

9. Tliat the invention was made by another 
jointly with the sole applicant. 

10. That it was made by one only of two or 
more joint applicants.” 

Allegations of misjoinder of inventor have been sucli 
a commoli problem in patent infringement actions brought 
to trial, tliat, when the Patent Laws were revised in 1952, 
a speeial seetion, 'Pitle 35 U.S.C. § 256, was added to deal 
with the problem. This seetion provides that misjoinder 
or nonjoinder of joint inventors shall not invalidate a 
patent, if such error can be corrected by the court as 
provided in that seetion. 

Treatises on patent law conventionally contain sections 
on “joint and sole inventions”, and the possibility of 
confusion on this issue is freely acknowledged. 

“It may be difiicult under certain circumstances 
to determiue the actual inventors of an invention 
resulting from collective efforts; . . .“, Pateniing 
Tlic Invention, by V. Alexander Scher, Mathew 
Bender tk Co., 1948, p. 22. 

“if . . . C.D. notices the need of a new machine 
to perform a particular function and calls the atten- 
tion of E.F. to the matter, and a successful invention 
is, after many eonversations between the two, em- 
bodied in a working machine constructed by the 
liands of both, then it may be that C.D. is the sole 
inventor, or it may be that E.F. is the sole inventor, 
or, it may be that both are joint inventors of the 
machine they produce.” Deller’s Walker On Patents 
(Second Edition), Vol. 1, 19(54, p. 182. 

“§6. One who is direeting others to earrv out 
liis general ideas may be au inventor, even thougli 
he may not be the actual discoverer of the particular 
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thiug that constitute» the final invention. The actual 
discovcrer of a particular invention may not be the 
inventor. It' he is executing the general plan of 
investigntion and invention for another, the person 
under whom he is working is generally rogarded 
as the inventor and the accomplishment of the asso- 
eiate is merely an exprcssion of the intellectual 
activity of the principal.” Invention and the Law, 
bv Harry Aubrev Toulmen, Jr., Prentice Hali, 1936, 
p. 70. 

“There are many instances in which the courts 
have been ealled upon to decide whether a particular 
device is truly the joint invention of two persons 
or whether it is the invention of one of them, the 
other being merely a technieal assistant. There is 
no exact and general rule for guidance in such cases. 
11 one ot the two collaborators conceived the device 
in its entiretv and the other acted merely as a 
mechanic in constructing the new machine or as a 
laboratory helper in making the new substance, 
the invention would belong solely to the person 
who originated the idea and not at ali to the one 
who first embodied it in tangible form. . . . The mere 
fact that he had emploved his technieal knowledge 
and skill in the performance of his duties does not 
make him a co-inventor.” Patent Law For Chem- 
ists, Enpineers and Execufivcs, by Fred IT. Rhodos, 
McGraw Hili, 1931. 

In view of the foregoing, the allegation by (} & A that 
(ionsalves rather tlmn Kramer was the sole inventor of the 
claimed suhjoet matter can hardly lu* considered to be a 
once-in-a-lifetime’ plea for such a conclusion of law. 

Tlu- Invenior Is Throno W ho Conceivea The Invention 

Patentable invention begins with eoneeption of the in- 
vention. The inventor mentally conceives a new and useful 






13 


objective or improvement and, generally, the means ot’ 
uchieving the objective. Deller’s (2d Ed.), Vol. 1, supra, 
at pp. 177, 191. Conception is complete “when the inven- 
tive .dea is crystallized in all ot' ito essential attributes 
and becomes so clearly defined in the mind of the inventor 
as to be capable ot' being converted to reality and reduced 
to praetice bv the inventor or by one skilled in the art.” 
(emphasis supplied.) Deller’s, supra, at p. 192. At the 
moment ol' conception, the invention is tuli blowu as it 
were. 

Thereafter, unless the invention is abandoued by the 
inventor (eonceiver), it is “reduced to praetice’’ either 
actualiy by the niaking of an operable device or a complete 
drawing or constructively by the filing of a patent applica- 
tion. Deller’s, supra, at pp. 201-202, 210. The reduction 
to praetice, which completes the invention may be aceom- 
plished by the inventor himself or by his agent. Deller’s, 
supra, at p. 203. 

“To constitute a man an inventor, it is not neces- 
sary for him to have skill enough to embody his 
invention in a working macliine, or in a model, or 
even in a drawing. If a man furnishes all the ideas 
needed to produce the invention aimed at, lie may 
avail himself of the mechanical skill of others, to 
practicallv embody or represent his contrivance, and 
stili be the sole inventor thereof.’’ Deller’s supra, at 
p. 187. 

Nor will the suggestions or improvements of the inven¬ 
tori agent in the reduction to praetice defeat sole inventor- 
ship by the eonceiver. In its classic statement of law on this 
subject, Agawam Co . v. Jordan, 74 U.S. 583, 602 (1869), 
the Supreme Court stated that: 

“. . . where a person has discovered an improved 
principio in a machine, iuanufacture, or composition 
of matter, and employs otlier persolis to assist him in 
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carrying out that principio, aml tliey, in the courso 
of experimenta arsing from that employnient, niake 
valuable discoveries ancillarv to tho plan and pro- 
coneeived design of the emplover, sucli suggested 
improvoments are in general to he regarded as the 
propertv of the party who discovered the original 
improved principio, and may be embodied in his 
patent as a part oi his invention. 

In a more recent ease, .1 1 1 ne rals Se pii i ation, l.td. \. H//di, 
242 U.S. 261, 270 (1916), the Supreme Court reasserted the 
Agawam doctrine against a somewhat dilYerent tactual 
situation. 

“The elaim that the patentees of the patent in 
suit are not the original discoverers of the proeess 
patented beeause an employee of theirs happened to 
make the analyses and observations whicli resulted 
immediately in the diseovery, cannot be allowed. The 
reeord shows very clearlv that the patentees planned 
the experiments in progress wlien the diseovery was 
made; that tliev directed the investigations day by 
dav, and that tliey interpretod the results. Agema)» 
Campani/ v. Jordan, 7 Wall. 583-603, rules this claim 
against the defendant.” 

kramer Was The Sole Inventor Of The Claimed 
Subject Mntter 

The fact that the patent in suit was issued in Kramer's 
mune as sole inventor “is, in itself, prima facie proof of 
that fact. And the burden is upon liim who makes an 
assertion contrary to the presuniption to prove it” (Puinter 
v. Six Whecl Corp., 177 F.2d 153, 157 (9th Cir. 1949), cert. 
denied, 339 U.S. 911 (1950)). The sanie decision (Ibid) 
establishes the Standard of proof required to establish 
joint inventorship in the face of a sole inventor patent. 
The Standard of proof required is “elear and convincing 
proof” (hL at 157, Dcllers, supra . at p. 182). This Court 
of Appeals has viewed the defense of lack of invention by 


tlie named inventor to be a teehnical one to be “regarded 
with disfavor” by the Court. Klein v. American Casting 
<0 Mfg. Corp., 87 F.2d 291, 294 (2d Cir. 1937). 

Although the trial testimony herein reveals some contro- 
versy between the witnesses (Kramer, Uonsalves and 
Dosso) as to the details of eventa which happened many 
years earlier, the main tlirust of the testimony as to the 
facts surrounding the inventive proeess is ciear. Kramer, 
even according to Gonsalves, conceived the new and useful 
objecti re of making a far cheaper hinge bracket for folding 
eots. The means for achieving this objective was conceived 
by Kramer to be savings in steel and plating costs. To this 
end Kramer also conceived that the liiuge bracket blanks 
should be “nested” in the full width of the steel strip from 
which tliey are stamped and that a lighter gauge of materini 
could be used if reinforcing ribs were provided in the 
product. 

As indicated (at p. 6, supra), the Trial Court, in its 
opinion, herein, (App. 143a), cliaracterized tlie “alleged in¬ 
vention” herein to be “ nesting” of the bracket blanks, that 
is, matehing (to a great extent) the top and bottom edges of 
successive blanks in the stamping strip. Having done so, 
the Trial Court (App. 143a) found speciticallv that Kramer 
requested that Gonsalves ” nest ” the blanks as well as 
provide for reinforcing ribs, and a lighter gauge materia!. 
Thus, based on the Trial Court’# oicn findings, as stated in 
its opinion, Kramer alone conceived ichat the Court regards 
as the “alleged invention”. 

Having conceived the invention, Kramer employed Gon¬ 
salves as his agent to assist in its reduction to practice. 
The facts surrounding the reduction to practice uill be 
rcviewed on the basis of tlonsalves’ testimony alone. Gon¬ 
salves has testilied, relative to Kramer’s instructions to liim, 
that tliey included: 

1. direction to save materiat by “making the 
bracket out of the least amouut of materiat “ aial to 
use “a tliiuner gauge” (App. 68a, 85a); 
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2. direction to preserve the critical function of 
the bracket by selecting the right angle for the leg 
portions of the bracket (App. 72a, 87a); 

3. direction to “intcrlock” [nest] the blanks so 
“that it should not ha ve any scrap” (App. 73a); 

4. direction as to number and location of mount- 
ing holes (App. 76a-77a); 

5. direction as to size of holes (App. 81a); 

6. direction to provide the locking depressions in 
the bracket (App. 82a); 

7. suggestion that the product be altered to make 
it more possible to nest it (App. 85a); 

8. a request for reinforcing ribs (App. 86a); 

9. a request that a saddle be provided in the 
improved product (App. 83a-84a); and 

10. “much more” (App. 72a). 

Having been thus completely instructed as to lvramer’s 
conception, Gonsalves was faced only vvith a routiue design 
layout of the blank and strip and the resultant dcsipn of 
the dic to make the bracket. As Gonsalves realized from 
Kramer’s instructions, “the location of the hinging holes as 
eompared to the saddle has to remain” (App. 87a-88a), the 
“bottom of the blank has to mateh the top of the blank” 
(Id.) ; and that, as a logical resuit, “the bottom end is the 
only part that could be changed to any degree” (App. 88a). 
Suclx routiue design eonsiderations can hardly be equated 
to invention over Kramer’s detailed instructions. No cal- 
culations were necessary for Gonsalves’ preliminary layout 
(App. 98a). 

Moreover, Gonsalves testified as to Kramer’s participa- 
tion in these routiue design etforts: 

1. that “we might liave sat down together and 
said, ‘Let’s see how we could do it’ ” (App. 70a); 
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2. that it was customarv to have such discussions 
(App. 71a); and 

3. that he specifically recalled there being such 
a discussion in this instance (App. 71a). 

Gonsalves also testified that his resultant drawing (App. 
273a) was shown to Kramer “for his approval as to the 
design of the part” (App. 67a). 

Thus, Gonsalves’ own testimony with respect to his and 
Kramer’s participation in the reduction to practice of the 
invention is on ali fours with the views of the Supreme 
Court as expressed in Agawam, supra, and Minerals, supra. 

Moreover, the presumption that Kramer was the sole 
inventor is enhanced by Gonsalves’ inaction in the face of 
his knowledge of Kramer’s clairn to sole inventorship in 
his patent applieation. Frederick Iron <£ Steel Co. v. San- 
ford Riley Stuker Co., 287 K 49o, 499 (4th Cir. 1923). 
Gonsalves has testified that had he kuown about the Patent 
Laws at the time that he was manufacturing brackets with 
“patent pending” on them, he would have taken some 
action with respect to Kramer’s applieation (App. Illa). 
But he also testified that he had retained a patent attorney 
and know something about the Patent Laws at that verv 
time (App. 115a-116a). 

The Trial Court'» Apparent Conelusion That Kramer 
knowingly Lied When He Claimed To Be The Sole 
Inventor Is IJnwarranted 

In view of the aforestated fact testimony by Gonsalves, 
it was unreasonable and contrarv to the evidence for the 
Trial Court to conclude that Kramer “lied” or knowinglv 
and falsely testified when he claimed to be the sole inventor 
or creator of the patented hinge bracket blank. As has been 
shown on Gonsalves’ testimony alone, Kramer is the sole 
inventor of wlmt the Trial Court characterized as the “al- 
leged invention” herein. And, even if the Trial Court re- 
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jected Kramer’s claim to sole inventorship, it could not 
reasonably fail to recognize that Kramer was, at the very 
least, a joint inventor in an important way. (See P d D Sales 
Mfg. Co. v. Winter, 334 F.2d 830, 83f Jth Cir. 1964)). 
Without Kramer, the hinge hraeket l ink design wouhl 
nerer liare come inio being at ali. Kramer’s claim to sole 
inventorship is a legal eonclusion based upon diverse facts 
rather than a statement of a discrete objective fact. A 
statement by an affiant of what amounts to no more than an 
erroneous eonclusion of law will not sustain a charge of 
perjury. IJarr Rubber Products Company v. Sun Rubber 
Company, 423 F.2d 1114, 1123 (2d Cir. 1970), ce/7, denied, 
400 r.N. 878 (1970). 

Moreover, Kramer, like any other patentee, is entitled 
to a roasonable belief in the validitv of his own patent. 
Kaplan v. Helenhart Xorelty Corp., 182 F.2d 311, 314 (2d 
Cir. 1930). This is true witli respect to the often confused 
issue of sole or joint inventorship as well as with respect 
to obviousness. Delamere Co., Inc., v. Taylor-Bell Co., hic., 
249 F. Supp. 471 (S.D.N.Y. 1966). Kramer’s claim of 
sole inventorship is not so wholly devoid of substance as to 
constitute perjury or to justify an award of attorney fees 
to G & A. 

The Trial Court Apparenlly Applied The Wrong 
Standard Of Proof In Deciding The Fraud Charge 

In a reeent analogous case, Congoleum Industries, Inc., 
v. Armstrong Cork Co., 339 F. Supp. 1036, 1060 (E.D. Pa. 
1972), wherc a charge of fraud on the Patent Office was 
foumled upon an oatli of inventorship, the court held tlu t: 

“proof of fraud on the Patent Office must be ciear, 
unequivocal and convincing, and a mere preponder- 
ance of evidence which leaves the issue in doubt is 
a wholly insufficicnt basis for a finding of fraud. 
llaldu in-l.ima-1 lamilton Corp. v. Tatnall Meas. Sys. 
Co., 169 F. Supp. 1 (E.D. Pa. 1938), a ff’d. 268 F.2d 
393 (3d Cir.), cert. denied, 361 U.S. 894, 80 S. Ct. 
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190, 4 L. Ed. 2d 151 (1959). Defendant has fallen 
far short of the exacting Standard of proof of fraud. 
We tind no inerit in its position.” 

This Court of Appeals has held likewise that a charge 
of perjury must be established by “ciear and convincing 
proof” B<irr Rubber Products Company v. Sun Rubber 
Company, 425 F.2d 1114, 1120 (2d Cir. 1970), cert. denied 
400 l\S. 878 (1970). This is “espeeially so when a finding 
that material evidence has been falsified permits the allow- 
ance of an adversary’s attorney fees not otherwise recover- 
able.” (Id. at 1120-1121). Moreover, this Court of Appeals 
was able to “assume from the lower court’s silence that it 
applied [the] normal ‘preponderance of the evidence’ 
test.” (Id. at 1120). 

It is respectfully submitted that the Trial Court, in this 
case too, has erred in applving the “preponderance of the 
evidence” Standard of proof to its charge of perjury 
against Kramer rather than the more stringent “ciear and 
convincing proof” Standard, as established by Barr. 

The Charge Of Perjury Is Not Established Even By 
The “Preponderance” Test 

If this Court will carefully consider the instructions 
given by Kramer to Gonsalves, Kramer’s participation in 
the routine design activity of Gonsalves and Kramer’s ap- 
proval of Gonsalves’ resuit, ali established solely on the 
basis of Gonsalves’ testimony as set forth, supra, it will 
fimi that Kramer’s conclusory testimony that he was the 
sole inventor of the improved bracket blank is not inconsis- 
tent with Gonsalves’ fact testimony. Rather, there is only 
a war of conclusions based upon substantiallv the same 
material faets. Such an argument over a legal conclusion 
can liardly be the basis of a perjury charge. 

The only noteworthy fact on which the respective testi- 
immies ot' Gonsalves and Kramer clash is the question of 
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"hat Kramer hrought witli him when he went to Gonsalves 
for assistanee in the roduction to practice of the invention. 
Krainor says it was imule of paper or cardboard, and Gon¬ 
salves savs it was made of metal. But this disputed fact 
is immaterial in view of Gonsalves’ own testimonv as to 
Krainer’s partieipation in the roduction to practice. Moro- 
mer, reniembering that defendant, not Kramer, had the 
burden ot proof, oral testimonv alone as to long past events 
should not he accepted as conelusive (Deller's, supra, at 
197). 

Further, although the Trial Court, by the language of 
its opinion, has seemed disposed not to accord Kramer much 
credihilitv as a witness, it is respcctfully snbmitted that 
Gonsalves’ credihilitv is also rendered doubtful at hest by 
his silent eooperation for years in stamping “patent pend- 
ing” on the Kramer hinge bracket.s. When first asked 
ahout this (App. 61a), he explained his apathy by stating 
that he had no knowledge of the Patent Laws at that time. 
Later, upon cross-examination (App. lloa-llGa) and when 
confronted witli one of his own patents, Gonsalves admitted 
that he had at that time retained a patent attorney and had 
some knowledge of the Patent Laws. 

POINT II 

TIIK AMOUNT OF ATTOHNEV FEES AWARDEI) IS 
CLEARLY EXCESSI VE 

This Circuit, apparentlv mindful of the statutory limita¬ 
ti"» (do CSC §28.'») that attorney fees he “reasonahle” and 
the admonition in a Copyright case under a siinilar statute 
(17 CSC $ 116)* that: 

“Generally speaking it is more consonant . . . to 
award only a fair fee fairly earned . . . rather than a 

- Reference is had to the Copyright Laws not only because of 
the uaalogous discretionary counsel fee provision which appears 

(Footnote cominued) 
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punitive award”, Cloth v. Hyman, ! 6 F. Supp. 183, 
193 (S.D.N.Y. 1956), 

is conservative in its award of attorney fees. Even as- 
suming, arguendo, tliat tliis was such an exceptional ease as 
to justify any award of attorney fees to G & A, Kramer 
contends tliat the award of $16,970 by tlie Magistrate in his 
report and recommendation (App. 240a) is both punitive 
and unreasonable. 

Cloth v. Hyman, supra, at 193-194, succinctly states the 
rubric with respect to the elements to be considered in fixing 
the amount of counsel fees. 

“In determining what is a reasonable attorney’s 
fee, the Court . uld take into aecount the following 
elements, among others: the amount of work neces- 
sary; the amount of work done; the skill employed; 
the monetary amount involved; and the resuit 
achieved. ’ ’ 

See also, e.g., Orgel v. Clark Boardman Co., 301 F.2d 119, 
122 (2d Uir. 1962), cerl. denieif, 371 C.S. 817 (1962). 

(Continued footnote) 

therein, but because the Magistrate, during the course of the attorney 
fee hearing, inferentially (Record, Attorney Fee Hearing Transcript, 
pp. 62, 64-64) sought guidance as to the amount of counsel fees 
generally awarded in patent attorney fee cases, a fee schedule as it 
were. While, apart from Barr Rubber Products Company v. Sun 
Rubber Co., 279 F. Supp. 49, 50-52 (S.D.N.Y. 1968), rev'd. in pari, 
425 F.2d 1114 (2d Cir. 1970), cert. denied, 400 U.S. 878 (1970), 
and Thermovac Industries Corp. v. Viriis Co., Inc., 159 U.S.P.Q. 
349 (S.D.N.Y. 1968), no general guide to the level of attorney 
fees awarded in this Circuit in patent cases has been found, Appel¬ 
lant has discovered that such a compilation has been made for the 
Subcommittee on the Judiciary of the United States Senate with 
respect to Copyright cases under the companion attorney fee pro- 
vision. This study, whieh was prepared for the Eighty-Sixth Congress, 
Second Session, pursuant to Senate Resolution 240, compared attor¬ 
ney fee awards in copyrigh cases to the damages otherwise recovered. 
A eopy of the pertinent pages of this study appears in the Joint 
Appendix at pages 235a-239a. 
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The Resuit To Be Consi«lere<l In Determining The 
Aniounl Of A Counsel Fee Awanl Is The Resuit Apart 
From The Counsel Fee Award 

Frora his report and recommendation (App. 244a) it 
would appear that the Magistrate deterniined the ainount of 
counsel fees to be awardtd, at least in part, “in light of the 
resuit” obtained by Mr. Berger. Actually, ali of the results, 
save one, obtained through Mr. Berger’s advocacy werc 
unretnarkable in type and ainount. The patent in suit was 
held to be invalid and unenforceable as are the vast inajoritv 
of patents litigated in this Circuit. Defendant escaped a 
damage exposure of less than $1,000 (App. 101a). There 
were no damages awarded on the counterclaim. r l’he onlv 
unusual “resuit” was the awanl of attomev fees. Pre- 
sumedly it is this latter resuit to whieh the Magistrate 
referred. 

It is subniitted that the effeet of the Magistrate’s 
recommendation is to awanl Mr. Berger a $17,000 counsel 
fee for winning a $17,000 counsel fee. This is “boot-strap- 
ping” in its plainest sense. 

The Magistrate corrcctly found (App. 245a) that the 
law is ciear that attorney time expended in obtaining the 
award of attorney fees should be excluded from the compu- 
tation of the ainount of any such award. Similarly, Kramer 
submits that the only “resuit” whieh can reasouablv be 
viewed as one of the bases for determining the amount of 
an attorney fee award is the resuit apart from attorney fees 
and that saving one’s client from less than $1,000 damage 
liability can scarcely justifv a fee of $17,000. Note that 
Mr. Berger 's client has never paid hiin more than $1,000 
(App. 171a, 177a-178a). 

The MagislratCs Awanl Vi as Punitive In Ainount 

The Magistrate’s report and recommendation, con- 
firmed by the Trial Court in ali respects (App. 202a), 
states that pluintiff, who commenced the aetion, should 
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not be lieard to complain at the resuit (App. 243a). Ap- 
parently for this reason, the Magistrate refused to limit 
the attorney fee award to an aniount not in excess of the 
actual amount in controversy, to wit: $1,000 (App. 244a- 
245a). ll should be noted that Kramer submitted his 
invention disclosure for the patent in suit to his patent 
solicitor who, in due course, proeured issuance of the patent 
in suit. Ile sued two ailmitted infringers, Duralite and 
(} & A, as was his statutory right (35 U.S.C. §281), for 
infringement of his duly issued patent (App. 140a). Surely, 
lie should not be punished for this act by the award of 
counsel fees in excess of the amount in controversy. 

Moreover, Kramer is a businessman who has been 
issued some 25 odd patents, most of wliich relate to his 
Products (Kecord, Exhibit 3A). In order to protect his 
entire patent package from Wholesale infringement by his 
conipetitors, he must, from time to time demonstrate 
his readiness to protect his patent rights by suing open 
infringers regardless of the amount in controversy in the 
partieular suit. 

Assuming, Arguendo, That Attorney Fees In Excess 
Of $1000 Were Warranted, The Magistrale Coni- 
puted The Amount On A Basis Not Warranted By 
The Faets And The I.aw 

(1 & A and its attorney, Mr. Berger, claim to have had 
a quasi-contingent fee arrangement. A fee of $25.00 per 
hour was to be paid if the defense were unsuccessful, and 
a “reasonable fee” if suecessful (App. 171a). At the 
hearing before the Magistrate, defendant's exmbit 1 (App. 
274a-278a) was a purported bili from Mr. Berger to G & A 
dated .Tuly 9, 1973, (five months before the Trial (,'ourt’s 
opinion and order of December 20, 1973, and, consequentlv, 
five months before Mr. Berger knew if he were suecessful 
or unsuccessful) in wliich the billitig rate was $75 per 
hour for office time and $100 per hour for time in eourt. 
Exhibit 2 (App. 279a), a bili dated December 10, 1973, 
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and exhibit 3 (App. 280a), a bili dated April 2, 1974, 
were billed at tlie same rates. Mr. Berger testified that 
these were not his usual rates (App. 184a), and his testi- 
mony stated that the usual rates were “$40 per hour in 
1970, $50 per hour in 1972 and $60 in 1974 (with a higher 
charge for court time) (App. 185a). The Magistrate 
stated that: 

“we must look at the actual value of the attorney’s 
time.” (App. 243a). 

Kramer submits that the actual value of the attorney’s 
time was $25 per hour, the same fee which he charged 
for the only other litigation in which he has been involved 
' from 1970 through April, 1974 (App. 188a), rather than 
what appear to be totallv or largely hypothetical rates 
of $100, $75, $60, $50 or $40 per hour. 

The Magistrate properly disallowed $1,087.50 of another 
attorney’s consultation time under the rule o': Thermovac 
Industrias Corp. v. Virtis Co., lnc. s 159 U.S.P.Q. 349 
(S.D.X.Y. 1968). In the Thermovac case, Judge Levet 
disallowed duplicatory time and many other unnecessarv 
charges and then reduced the total billing by 50%. A 
similar procedure was followed by Judge Frankel in Barr 
Rubber Products Componi/ Sun Rubber Co., 279 F. 
Supp. 49 (S.D.X.Y. 1968), rev d in part, 425 F.2d 1114 (2d 
( ir. 1970), cert. denied, 400 U.S. 878 (1970), in which rates 
of $30 per hour for a partn r and $20 per hour for an 
associate were allowed, a $50,000 general deduction was 
made, and the reinainder of the bili was reduced by 40%. 
1 hese reductions were made notwithstanding Judge 
1' rankel’s findings ot perjury by the defendant. 

The Magistrate misapprehends the significance of the 
reversa] of Judge FrankeUs decision by this Court (Rori 
Rubber Products Componi/ v. Sun Rubber Componi/. 425 
F.2d 1114 (2d Cir. 1970), cert. denied, 400 U.S. 878 (1970)) 
when he avers that tlie Rorr (district court) case 

‘‘has little precedent value for determining a prope r 
fee here” (App. 242a). 
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This Court, on appeal of the Burr case, did not find it 
necessary to decide the question ot' the amount of attor- 
ney fees, silice it found that the Standard of proof for 
the finding of perjury had not been met in the district 
court and that no award of attorney fees was justitied. 
Consequentlv it would not be, 

“doubly punitive to reduce his [Mr. Berger’s] 
hourlv charge because of his inexperience and then 
disaliow much of his time as being unnecessary” 
(App. 244a). 

but, rather, it would be following the method set out in 
two recently decided cases in this Circuit, Thermovac, 
supra, and Burr, supra. 

The Magistrale Did Not Consistently Apply His Own 
Estahlished Attorney Fee Rate Criteria To The Entire 
Froceeding 

The Magistrate found that: 

“concededly, it appears that Mr. Berger expended 
a good deal of unnecessary time and repetitive hours 
in preparation of the case” (App. 244a) 

and on that basis reduced the billing hours allowed for 
1970, 1971 and 1972 by 50 c /c (App. 24(Sa). There is no 
reasonable basis on which an assumption can be made 
that Mr. Berger was not continuing to hili for unnecessary 
time and repetitive hours in 1973 and 1974, particularly 
since he assumed that Kramer, and not his client, would 
be paying his hilis. Kramer eontends that the same 30 c /c 
reduclion should be made for the billings of 1973 and 1974, 
the proeedure set out in Thermovac and Barr and followed 
in part bv the Magistrate. 







- POINT III 


WHERE CROSS-CLAIMS FOR DAMAGES WERE BOTH 
DENIED EACH PARTY SHOULD BEAR ITS OWN COSTS 

Kramer’s complaints herein sought damages against 
defendants, Duralite and G & A bv reason ot' their admitted 
infringement ot' the patent in suit (App. 7a-10a). Defend¬ 
ant, G & A’s counterclaim sought damages bv reason of 
Kramer’s alleged fraud on the Patent Office bv (as it 
developed during trial) falsely swearing that he was the 
sole inventor of the subject matter of the patent in suit 
(App. 24a-26a). Kramer’s claim was denied, inter alia, 
by the ffnding of the Trial Court that the claimed subject 
matter did not rise to tF .-vel of invention (App. 142a). 
G & A’s counterclaim was denied by reason of the Trial 
Court’s ffnding that ali of its clements had not been proved 
(App. 14.‘la). On these faets, it is submitted, each party 
should have been left to bear its own costs. 

Kramer is aware that this Court may take the view that 
the award of attorney fees may justify the award of costs, 
also, in favor of (i & A. Howevcr, should this Court 
reverse the Trial Court on the proprietv of this award, 
tlien the award of costs of the district court action to 
G & A should also be reversed. 


POINT IV 

KRAMER WAS DEPRIVED OF IBS RIGHT TO DUE 
PROCESS OF LAW AS Gt ARANTEED BY THE FIFTH 
AMENDMENT TO THE CONSTITI TION OF THE UNITED 
STATES 

Kramer submits that the acts of the Trial Coii’i herein- 
hnve deprived him of his riglit to due process of law 
guaranteed by the Fifth Amendment to the Constitution 
of the United States in two important respects. These are: 
(1) only two days after new eounsel had been retained to 
try the case, the case was brought to trial notwithstanding 
the application of newly retained eounsel for a two to three 
week adjournment of the trial date in order to allow time 
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for counsel to familiarize himself with the case and Io 
prepare for trial; and (2) the Trial Court apparently 
declined to even consider Kramer’s motion pursuant to 
Rule 52(b), F.R. Civ. Prae., to ainend and supplement the 
Trial Court’s findings of fact and conclusions of law by 
denying the sanie in all respects the day after it was filed 
and prior to the filing of any response by G & A. 

For reasons not of record, Kranier and his previous 
attorney in this case, Mr. Stoll, apparently reached a 
mutual conclusion on the eve of trial that this case should 
be tried by Ivramer’s present counsel herein, Mr. Bum- 
gardner. Accordingly, at 4:30 PM, Friday, June 13, 1973, 
Mr. Stoll telephoned Mr. Bumgardner to request that ho 
be trial counsel. Mr. Bumgardner, who tlien knew nothiug 
of the case, agreed to review the file and to advise Mr. 
Stoll .ani Kranier as to whether he would try the case. 
Mr. Stoll’s file on the case reached Mr. Bumgardner at 
3:30 PM, Monday, June 18, 1973 (App. 210a). Mr. Bum¬ 
gardner attempted to review the file that evening and found 
it to be incomplete in many important respects. On Tues- 
day, June 19, 1973, Mr. Bumgardner agreed to try the case 
and telephoned Judge DuflVs chambers to request a two 
to three week adjournment of the trial date in order to 
complete his file and to familiarize himself with the case. 
Judge Duffy denied this request (App. 21 la), and the case 
proceeded to trial on the morning of Thursday, June 21, 
1973. In the eolloquy in the trial transcript, the Trial Court 
expressly acknowledged the “difficult position” in whicli 
Tvramer’s trial counsel had been placed (App. 33a). When 
the trial began, Mr. Bumgardner was “stili readmg the 
evidenee whicli I was seeing for the tirst time” (App. 
211 a). 

The onlv pre-trial references to fraud hy G & A were 
(1) in the amended answer (App. 23a-24a) wherein it was 
asserted that, when Tvramer filed liis application, he knew 
that his clainis were anticipate»! by prior art produets of 
others and (2) in the eounterclaini (App. 25a) in whicli the 
allege»! fraud was not pleaded with particularity or specifi- 








eity and eould only be presuined bv Mr. Bumgardner to 
relate to the sanie prior art eoneealment alleged in the 
answer. During trial, upon the direct examination of 
G & A's witness, Gonsalves, Mr. Bnnigardner first learned 
that liis elient was eharged with fraud in the nature ot‘ 
perjury bv allegedly lying to the Patent Office wlien he 
swore that he was the inventor of the patented subjeci 
niatter while presumedly knowing that Gonsalves was* 
reallv the sole inventor thereof. Thereupon, at Mr. Buni- 
gardner*s requcst, the Trial Court reeessed for less than 
an hour prior to Mr. Bnnigardner’s cross-exarnination of 
Gonsalves. 

So niueli ot the Trial Court’s decision as is appealed 
from herein turned entirely on the Trial Court 's finding of 
perjury by Kramer in holding “that the plaintiff was not 
the creator of the design or device and lied when he said 
he was (App. 143a). Upon beconiing advised of the Trial 
Court’s finding of perjury and the erroneous conclusion of 
law on wliieh it was founded, Kramer responded to the 
Trial Court’s opinion and order by filing a motion, pursuant 
to Bule 52(b). Federal Bules of Civil Procedure, to ameiul 
and supplem«*nt the findings of fact and eonelusious of law 
contained therein (App. 146a-151a) together with a de- 
tailed supporting nieinoranduin of law (App. 152a-168a). 
Without even considering the intended response of U & A 
(for wliieh eounsel fees were assessed against Kramer), the 
Trial Court denied this motion “in all respects” the dav 
after it was filed (App. lG9a). 

The aforestated facts clearly sliow that Kramer was 
denied representation by fully effective eounsel of his 
choice by the precipitous haste with which the Trial Court 
foreed the case to trial only two days after substitution of 
said eounsel. He was also, effectively, denied his dav in 
court with respeet to the perjury charge by the Trial 
Court’s refusal to even consider his Bule 32(b) motion 
made after the specifics of the charge and the basis of the 
Trial Court 's decision thereon were tinally fully known to 
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him. Iiuleed, the apparent determination of the Trial Court 
to dispose of this case in haste and with a minimal invest- 
ment of its time is probably responsible for most, if not 
ali, of the error complained of under Point I of this brief. 
The critieality of lack of reasonable notice of the specifics 
of a perjury charge formed, in part, the basis for this 
Court ’s decision in the Barr case, supra. 

“This was especially critical here for if it is 
arguable that Sun was put on notice that an issue 
of perjury existed in the case the notice it received 
lacked the specificity one charged with such serious 
criminal behavior ought to have been accorded.” 
Barr Rubber v. Sun Rubber, 425 F. 2d 1114, 1126 
(2d Cir. 1970), cert. denied, 400 U.S. 878 (1970). 

See also, Modern Constituiional Lavo, Vol. I, by Chester 
J. Antieri, The Lawvers Co-operative Publishing Com- 
pany, 1969, at ^ 7:14, p. 545: 

“The 1 right to a hearing embraces not only the 
right to present evidence but also a reasonable oppor- 
tunity to know the claims of the opposing party and 
to meet them.” 

In Barr (supra, at 1120-1121), this Court held that, 
where conduct to be litigated in a civil action amounts to 
criminal conduct if proven, a Standard of proof higher than 
that normally roquired in civil cases is mandatorv. Kramer 
asks this Court to go one logical step further. Kramer 
submits that when a civil case involves a charge of conduct 
wliicli, if proven, would amount to a crime, then the “due 
process” provision of the Fifth Amendment to the Consti- 
tution of the United States should be interpreted to in¬ 
clude the right to counsel provision of the Sixth Amend- 
nicut wliicli treats with criminal procedure. For this 
rcason, the right to counsel deeisions in criminal cases be- 
comc appropriate for this Court’s considerat ion on the 
appeal of this case. 
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As the Supreme Oourt has saitl in Powell v. Alabanw, 
287 T J.S. 43, 59 (1932), quoting from Commonwealth v. 
0’Keefe, 293 Pa. 109, 173, 148 A. 73, 74-75 (Supr. Ct., Pa. 
1929), 

“It is vain to give the accused a day in eourt, with 
no cpportanity to prepare for it, or to guarantee 
him counsel without giving the latter anv oppor- 
tunity to acquaint himself with the facts or law of 
the case. 


“A prompt and vigorous administration of the 
criminal law is conmiendahle and we have no desire 
to clog the wheels of justiee. What we here decide 
is that to force a defendant, charged with a serious 
misdemeanor, to trial within five hours of his arrest, 
is not due process of law, regardless of the merits 
of the case.” 

This passage was quoted in part in Shapiro v. United 
States, 09 F. Supp. 205, 207 (Ct. C’1. 1947), in which the 
eourt added (at 207): 

“Nor can it he doubted that the right afiforded 
hy the Sixth Amendment has been denied when 
counsel has been refused an opportunity to prepare 
his defense.” 

Seo niso Modern Constitutional Law, supra (at §5:39, 
p. 326). 

“The Constitutional right to counsel embraees a 
right to sufficient time and opportunity before trial 
for counsel to prepare a defense.” 
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CONCLUSION 

I. The decision of the Trial Court, filed December 20, 
1973, should he reverset! insofar as it lield “tliat the plaintiff 
was not the creator of the [patented] desijjn or device and 
lied when lie saitl lie nas” and found “tliat this is such an 
exoeptional case tliat attorney’s fees are narrante»! under the 
provisions of 35 II.S.C. § 285.” 

II. This Court shoulil afford plaintifT-appellant such 
other, further and different relief as appears to he appro- 
priate in view of the arguments made lierein. 

Respectfully submitted, 

Harvey E. Bumgardner, Jr. 

Attorney for Plaintiff-Appellant 
1230 Sixth Avenue 
New York, New York 10020 
Telephone (212) 489-4541 


Of Counsel: 

Barbara Bumgardxer 
Arthcr, Dry & Kalish 











ADDENDUM 


Constitution of the United States: 

Amendment V —Capjtal Crimes; Doubl>, Jeopardy; 

Self-Incrimination ; Due Process; 

Just Compensatio s For Property 

No person shall be held to answer for a capital, or other- 
wise infamous crime, unless on a presentment or indictment 
of a Grand Jury, except in cases arising in tlie land or 
naval forces, or in the Militia, when in actual Service in 
time of War or public danger; nor shall any person be 
subject for the same offense to be twice put in jeopardy of 
life or limb; nor shall be compt ' 1 'd in any criminal case to 
be a witness against himself, nor be ’eprived of life, liberty, 
or property, without due process of law; nor shall private 
property be taken for public use, without just compensation. 

Amendment VI —Jury Trial For Crimes, and 
Procedural Rights 

In ali crimina! prosecutions, the accused shall enjoy the 
right to a speedy and public trial, by an impartial jury of 
the State and district wherein the crime shall liave been 
committed, which district shall have been previously ascer- 
tained by law, and to be informed of the nature and cause 
of the accusation; to be eonfronted with the witnesses 
against him; to have compulsory process for obtaining 
witnesses in his favor, and to have the Assistance of 
Counsel for his defence. 

Title 17, U.S.C.: 

§ 116. Cosfs; attoniey’s fees 

In all actions, suits, or proceedings under this title, 
except when brought by or against the United States or any 
officer thereof, full costs shall be allowed, and the court 
may award to the prevailing partv a reasonable attorney‘s 
fee as part of the costs. July 30, 1947, c. 391, § 1, 61 Stat. 
652. 






2a 


Addendum 


Title 35, U.S.C.: 

§ 101. Inventions patentable 

Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a 
patent therefor, subject to the conditivis and requireraents 
of this title. 

t 

§ 103. Conditione for patentability; non-obvious subject 
matter 

A patent may not be obtained though the invention is 
not ider.iically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

§ 115. Oath of applicant 

The applicant shall make oath that he believes himsclf 
to be the original and first inventor of the process, machine, 
mamifacture, or composition of matter, or improvement 
thereof, for which he solicits a patent; and shall state of 
what country he is a citizen. Such oath may be made before 
any person within the United States authorized by law to 
administer oaths, or, when made in a fcreign country, 
before an> diplomatic or consular officer of the United 
States authorized to administer oaths, or before any officer 
having an official seal and authorized to administer oaths 
in the foreign country in which the applicant may be, whose 
authority shall be proved by certificate of a diplomatic or 
consular officer of the United States, and such oath shall be 
valid if it complies with the laws of the state or country 
where made. When the application is made as provided in 
this title bv a person other than the inventor, the oath may 
be so varied in form that it can be made by him. 
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§ 116. Joint inventors 

.Vhen an invention is made by two or more persons 
jointly, they shall apply for patent jointly and each sign 
the applieation and make the required oath, except as other- 
wise provided in this title. 

If a joint inventor refuses to join in an applieation for 
patent or cannot lio found or veached after diligent effort, 
the applieation may be made by the other inventor on behalf 
of hiinself and the omitted inventor. The Commissioner, on 
proof of the pertinent facts and after such notice to the 
omitted inventor as hc proscribes, may grant a patent to 
the inventor making the applieation, subject to the same 
rights whieh the omitted inventor would have had if he 
had been joined. The omitted inventor may subsequently 
join in the applieation. 

Whenever a person is joined in an applieation for patent 
as joint inventor through error, or a joint inventor is not 
included i i; an applieation through error, and such error 
arose without anv deceptive intention on his part, the 
Commissioner may permit the applieation to be amended 
aecordingly, under such ternis as he proscribes. 

^ 256. Misjoinder of inventor 

Whenever a patent is issucd on the applieation of per¬ 
sons as joint inventors and it appears that ono of such per¬ 
sons was not in fact a joint inventor, and that he was in- 
cluded as a joint inventor by error and without any decep¬ 
tive intention, the Commissioner niav, on applieation of ali 
the parties and assignees, with iiroof cf the facts and such 
other roquirements as may be imposed, issue a certifieate 
deleting the name of the erroneously joined person from 
the patent. 

Whenever a patent is issued and it appears That a per- 
son was a joint inventor, but was omitted by error and 
without deceptive intention on his part, the Commissioner 
may, on applieation of ali the parties and assignees, with 
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proof ot“ the facts and such other requirements as may be 
imposed, issue a certificate adding his name to the patent 
as a joint inventor. 

The misjoinder or nonjoinder of joint inventors shall 
not invalidate a patent, if such error can be corrected as 
provided in this section. T.ie court before which such matter 
is called in question may order correction of the patent on 
notice and hearing of all parties concerned and the Com- 
missioner shall issue a certificate accordingly. 

§281. Remedy for infringement of patent 

A patentee shall liave remedy by civil action for in¬ 
fringement of his patent. 

§ 285. Attorney fees 

The court in exceptional cases may award reasonable 
attorney fees to the prevailing party. 

Federal Rules of Civil Procedure, 28 U.S.C.: 

Rule 52. 

Findinos By The Couet 

# • # 

(b) Amendment. Upon motion of a party made not 
later than 10 days after entry of judgment the court may 
amend its findings or make additional findings and may 
amend the judgment accordingly. The motion may be made 
witli a motion for a new trial pursuant to Rule 59. When 
findings of fact are made in actions tried by the court with- 
out a jurv the question of the sufficiency of the evidence to 
support the findings may thereafter be raised whether or 
not the party raising the question has made in the district 
court an objection to such findings or has made a motion 
to amend them or a motion for judgment. As amended Dee. 
27, 1946, e IT. Marcii 19, 1948; Jan. 21, 1963, eff. July 1, 1963. 








